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^ I HEREBY CERTIFY THAT THIS CORRESPONDENCE IS BEING 

If DEPOSITED WITH THE UNITED STATES POSTAL SERVICE AS 

f FIRST CLASS MAIL IN AN ENVELOPE ADDRESSED TO: 

COMMISSIONER OF PATENTS AND TRADEMARKS, WASHINGTON, 
D.C. 20231, ONfHE DATE INDICATED BELOW. 




SIGNATURE OF PercSON MAILING PAPER 



DATE OF SIGNATURE 



rSON MAILING 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

In the Application of 

Keiji Nakahara et al. 

on METHOD OF MANUFACTURING 
LIGHTWEIGHT HIGH-STRENGTH MEMBER 



Serial No.: 10/040,738 
Filed: November 1, 2001 



(Our Docket No. 6731-01) 



Hartford, Connecticut, February 27, 2002 



Initial Patent Examination Division 
Assistant Commissioner for Patents 
Washington, DC 20231 



PETITION TO PERMIT COLOR PHOTOGRAPHS 
UNDER 37 CFR 1.84(bMtt 

SIR: 

Applicants hereby petition pursuant to 37 CFR 1.84(b)(l&2), 37 CFR 1.84(a)(2), 
and other applicable authority, that they be permitted to use certain color photographs, 
and/or true photocopies thereof, as formal drawings in the above-referenced patent 
application. The involved drawings are those containing Figs. 4A, 4B, 4C, 5A, 5B, 5C, 6, 
7, and 8. 

In support of said petition, Applicants point out that the subject matter of the color 
photographs comprising Figs. 4A, 4B, 4C, 5A, 5B, 5C, 6, 7, and 8 are microphotographs 
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showing microstructures of metals which are important to an understanding of the 
invention, and are microphotographs which are of sufficient quality so that all details are 
reproducible in black and white in an issued printed patent, as evidenced by the drawings 
of the corresponding Japanese priority application no. 2000-335713 filed concurrently 
herewith. 

This petition concerns the same drawing figures as the petition to permit color 
photographs under 37 CFR 1.84(b)(1) which was filed with the other documents of the 
instant application on November 1, 2001, and therefore it is believed that no additional 
fee is required for this petition. Nevertheless, if an additional fee is required, such 
additional fee and any other fee required by this petition, may be charged to our Deposit 
Account No. 13-0235. 



McCormick, Paulding & Huber LLP 

CityPlace II 

185 Asylum Street 

Hartford, Connecticut 06103-3402 

(860) 549-5290 



Respectfully submitted, 




Donald R. Huber 
Registration No. 18,686 
Attorney for Applicants 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In the Application of 

Keiji Nakahara et al. 

on METHOD OF MANUFACTURING 
LIGHTWEIGHT HIGH-STRENGTH MEMBER 

Serial No.: 10/040,738 

Filed: November 1, 2001 



RECEIVED 
APR 1 0 2002 
OFFICE OF PETITIONS 

(Our Docket No. 673 1-01) 



Hartford, Connecticut, February 27, 2002 



Initial Patent Examination Division 
Assistant Commissioner for Patents 
Washington, DC 20231 



PETITION UNDER 37 CFR 1.182 RE; NOTICE OF 
OMITTED ITEM(S) IN A NON-PROVISIONAL APPLICATION 



SIR: 



This petition is made in response to the Notice of Omitted Item(s) in a Non- 
Provisional Application issued in respect to the above-identified patent application Serial 
No. 10/040,738, whiph Notice was issued under date of February 12, 2002. A copy of 
said notice is returned herewith in compliance with the requirement for such return set 
forth in the Notice. 



03/15/2002 BKGUYEM 000000SS 10040738 

01 FCsiSS 130o«0 CP 



The Notice of Omitted Item(s) identifies the alleged omitted items as being Figs. 
3A-1, 3A-2, 3B-1, 3B-2, 3C-1, and 3C-2. 

In answer to the notice, Applicants contend that the above-identified alleged items 
were in fact deposited in the U.S. Patent and Trademark Office (USPTO) as part of the 
non-provisional application papers. 

On October 29, 2001 Applicants' undersigned U.S. attorney received from 
Applicants 1 Japanese attorneys, a set of papers for use in filing the above-identified patent 
application in the USPTO on or before November 2, 2001 . These papers included a 
number of identical sets of drawing sheets (with English legends) and a certified copy of 
Japanese priority patent application No. 2000-335713. A complete copy of this priority 
application is submitted herewith as Exhibit A. The drawing sheets retained in the below 
named attorney's file show that a complete set of drawing sheets consists of seven sheets 
with the third sheet thereof containing all of the alleged omitted items, namely, Figs. 3 A- 
1, 3A-2, 3B-1, 3B-2, 3C-1, and 3C-2. A copy of this third sheet is submitted herewith as 
Exhibit B. 

The file of Applicants' undersigned attorney also includes a set of drawing sheets 
believed to be copies of the formal drawings sent to the USPTO as part of the application 
as filed on November 1, 2001. This set of drawing sheet copies consists of six sheets 
numbered consecutively 1/6 to 6/6 and does not include any sheet corresponding to 
Exhibit B. This suggests that a formal drawing sheet corresponding to Exhibit B may not 
have been included with the set of drawings supplied with the application as filed. On the 
other hand, submitted herewith as Exhibit C is a copy of a postcard submitted to the 
USPTO with the application as filed and later returned to Applicants' undersigned 
attorney. This postcard indicates that the papers submitted with the filing of the 
application included a set of formal drawings consisting of six sheets, and it also indicates 
that an additional two sets of Figs. 3-6 were submitted with the application as filed. This 
therefore, suggests that the "additional two sets of Figs. 3-6" submitted as part of the 
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application as filed may have included two sheets corresponding to Exhibit B and 
containing the alleged omitted items. 

If the alleged omitted items were indeed omitted from the set of formal drawings 
submitted with the application as filed, such omission was non-intentional, and it is 
submitted that Applicants' should, if necessary, be permitted to supply the omitted items 
at this time, without loss of the November 01, 2001 filing date with respect to those 
omitted items, especially since the specification submitted as part of the application as 
filed clearly refers to the alleged omitted items as being a part of the application and since 
said specification at page 13, line 1 1 to page 15, line 20, contains descriptions which are 
entirely consistent with and supportive of the information illustrated by the alleged 
omitted items. Also, the application filed on November 1, 2001 was intended to be an 
English language counterpart of the Japanese priority application of which one drawing 
sheet contains figures corresponding to the alleged omitted items - indicating Applicants 1 
intent to have said figures be part of the U.S. application. 

In connection with this, Applicants hereby confirm that Exhibit B is a true and 
accurate representation of Figs. 3A-1, 3A-2, 3B-1, 3B-2, 3C-1, and 3C-2 which 
Applicants intended to be included, by way of a formal drawing sheet, as part of the 
application as filed. 

More conclusive of the issue, however, Applicants contend that the papers 
submitted with the application as filed on November 1, 2001 did include the alleged 
missing items insofar as said missing items were a part of the certified copy of Japanese 
priority application No. 2000-335713 (Exhibit A), which was part of the application as 
filed as evidenced by the return postcard (Exhibit C). The specification and claims of the 
instant application as filed are a complete and accurate translation of the priority 
application except for the claims of this application having been revised in comparison to 
the claims of the priority application to avoid multiple claim dependencies appearing in 
the claims of the priority application and the specification having been revised to 
accommodate revised figure designations in the drawings to conform better to U.S. 
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regulations; and the drawing sheets submitted as part of the instant application are 
identical to corresponding drawing sheets of the priority application except for the 
translation of Japanese language legends in the priority application drawings to 
corresponding English language legends in the drawings submitted as part of the instant 
application, and except for the separate portions of Figs. 3, 4, and 5 of the Japanese 
application being given separate figure designations in the U.S. application. 

A copy of Fig. 3 of the priority application is submitted separately herewith as a 
separate exhibit, Exhibit D. Exhibit D corresponds exactly with Exhibit B except for the 
language of the figure legends and except for the six figures of Exhibit D having been 
given separate figure designations in Exhibit B in accordance with U.S. practice. Clearly 
Exhibit D presents the alleged missing items; and the original of Exhibit D as appearing 
in the submitted certified copy of the priority application, although informal, was readable 
and reproducible for publication purposes and should have been accepted, without 
correction, by the OIPE for examination purposes in accordance with MPEP Section 
608.02(b). 

In respect to the above, Applicants' undersigned attorney hereby declares that all 
statements made above of his own knowledge and that all statements made on 
information and belief are believed to be true; and further that these statements were made 
with the knowledge that willful false statements and the like so made are punishable by 
fine or imprisonment, or both, under Section 1001 of Title 18 of the United States Code, 
and that such willful false statements may jeopardize the validity of the instant application 
or any patent issued thereon. 

In accompaniment with the above, Applicants are submitting concurrently 
herewith a letter to the Official Draftsperson submitting a new set of formal drawings to 
replace the formal drawings originally submitted with the application as filed. This new 
set of drawings is complete and includes the allegedly omitted items of the Notice. 
Acceptance and entry of these new formal drawings, in replacement for the originally 
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submitted drawings and without loss of the November 1, 2001 filing date in respect to the 
allegedly omitted items, is believed to be in order and is respectfully requested. 

With the filing of the instant application, Applicants submitted a petition to permit 
color photographs under 37 CFR §1 .84(b)(1). In view of the accompanying submission 
of new replacement drawings for the instant application, as a matter of precaution, 
Applicants are also submitting a new petition to permit color photographs under 37 CFR 
§ 1.84(b)(1), which new petition concerns the same drawing figures as the original petition 
to permit color photographs. 

In summary, Applicants petition that they be found to have omitted no application 
parts when filing the application on November 1, 2001, that the new formal drawings 
submitted herewith by way of the accompanying letter to the Official Draftsperson be 
accepted in substitution for the drawings originally submitted on November 1, 2001, and 
that the application be accorded November 1, 2001 as its filing date for all of its parts 
including the alleged omitted figures. 

A check in the amount of $130.00 is enclosed herewith in payment of the petition 
fee for this petition under 37 CFR §1.1 7(h). Any refund of this fee payment may be made 
to our Deposit Account No. 13-0235. Also, any additional fees required by this petition 
and/or accompanying materials may be charged to our Deposit Account No. 13-0235. 



Respectfully submitted, 




Registration No. 18,686 
Attorney for Applicants 

McCormick, Paulding & Huber LLP 

CityPlace II 

1 85 Asylum Street 

Hartford, Connecticut 06 1 03-3402 

(860) 549-5290 
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